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NOTES

Copyleft: Licensing Collaborative Works
in the Digital Agef

Ira V. Heffan*

Authors who wish to dedicate their works to the public may think they have
no need for copyright or other intellectual property rights. However, if subse-
quent authors make contributions fo an original author’s work, those subse-
quent authors might be entitled to assert proprietary righis in their
contributions, thereby defeating the intent of the original author to dedicate his
work to the public. The GNU Project is a worldwide. collaborative effort to -
develop high quality software and make it available to the general public. To
ensure unrestricted public access, the GNU Project licenses its software under
the GNU General Public License (“GPL"), which prevents users Jrom estab-
lishing proprietary rights in either the works themselves or subsequent ver-
sions thereof. Richard Stallman, the founder of the GNU Project, refers to this
type of agreement as “copyleft.” In this note, Ira Heffan analyzes the enforce-
ability of the GNU GPL by analogy to shrinkwrap and shareware license
agreements. He describes and analyzes the GNU GPL and concludes that it is
enforceable. He contends that copyleft is useful for other collaborative works
distributed electronically because copyleft assures the works’ continued avail-
ability to the public.
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INTRODUCTION

Computer and networking technologies fostered the development of new
forms of literary works, such as hypertext-linked World Wide Web pages. At
the same time, existing literary works, such as books, magazines, and pam-
phlets, are transformed in cyberspace because the microprocessor and the In-
ternet allow users to copy, modify, and distribute works stored in electronic
media. Authors who wish to share their work with the public can use computer
technology to make their works widely available. The technology also allows
co-authors to collaborate across great distances and even makes it possible for
strangers to create literary and artistic works collaboratively.

Consider the following examples: A group of artists collectively creates
works of art by passing each work from one artist to another.! People inter-
ested in a particular culture collaborate and produce a text about that culture,
including historical information and traditional recipes, and they make that
work available to anyone who is interested.2 Amateur genealogists make their
family history research available to others.? Fans of a musician create an unof-
ficial biography about the musician’s life, including a list of all past public
appearances and upcoming concerts.* Research psychiatrists collaboratively
develop test instruments, such as multiple choice surveys for evaluating a pa-

L. Margaret Chon desctibed a project that was coordinated by Professor Bonnie Mitchell at Syra-
cuse University:

The Chain Art project was collaborative and took place in a networked digital environment.

Technically, each visual image began when a University of Oregon art student uploaded 2

digitized image onto an FYP site. The person “next in line” in that student’s group (typically

someone from another state or country) downloaded that image, manipulated it, and uploaded

the changed image onito the FIP site. There were twenty-three groups of images, and ulti-

mately 136 participants from ten countrics. The final piece is flamboyantly collaborative:

each image is attributed to an author and all images are housed together,
Margaret Chon, New Wine Bursting from Old Bottles: Collaborative Internet Art, Joint Works, and
Entrepreneurship, 75 Or. L. Rev. 257, 266-67 (1996) (footnote omitted). This collaborative art project
is ongoing. See Bonnie Mitchell, Chain Reaction: An International Collaborative Internet Art Experi-
ence {visited Apr. 16, 1997) <http://chain syr.edu/mainPages/chainmain.html>.

2. See Craig Cockburn, soc.culture.scotiish FAQ (visited Apr, 16, 1997) <http:f/
www.scot.demon.co.uk/fscotfag/contents. html>, Most Usenet newsgroups include a frequently asked
questions (“FAQ”) list that is authored collaboratively. See Joel Risberg, James Taylor’s Got a Friend
(visited Apr. 16, 1997) <hitp:/fwww.hooked net/~jrisberg/IT/jtstory html> (explaining that a FAQ is
“like the collective knowledge of the group, digested and encapsulated in true Internet style for easy
reading”™).

3. See Marveen F. Knebel, Mont, G logy R ch (visited Apr. 8, 1997) <http://
www.imt.net/~corkykn/montana. html>, )

4. See Risherg, supra note 2.. Risberg described the collaborative effort needed to produce his
FAQ, which is dedicated to the musician James Taylor:

[Flor the first version of the FAQ, some research was in order. . . . A quick search in the not-

yet-obsolete city library turned up plenty of information . . . and it all went inio the

alt.music.james-taylor FAQ version 1.0.

That first version ran about 10 pages. Version 3.4 went out tast mouth and spanned more than

30. I haven't had to do much research myself since the first version, though. Email comes in

from all over with notes on bootleg recordings, concert dates, and sordid gossip about [James

Taylor]’s 10-year marriage with Carly Simon. All I really have to do is cut ard paste,

Id.



July 1997] COPYLEFT 1489

tient’s mental state, that they want to make widely available to the medical
community.>

In each of these examples, the groups of authors may live near each other,
or they may be scattered throughout the world. The authors may be close
friends, or they may be complete strangers linked only by a common interest.
In any case, they create works that benefit society by promoting the sharing of
ideas, and they have noneconomic reasons to make their works available to
each other and the public. They are not trying to make money by selling cop-
ies; rather, they are contributing to the marketplace of ideas.

These collaborators use computer networks to provide copies of their works
to themselves and others at almost zero cost. A recipient can download digital
copies of a work, which are, by definition, identical to the original and can
easily be modified. The recipient may update the work or otherwise contribute
to it and then make the modified work available to others. In this manner,
members of the public with noncommercial interests can collaborate in ways
that were previously impossible.

Because these authors do not charge for copies of their works, they might
assume that their works do not need copyright or other intellectual property
coverage. But if these authors just abandon their copyright, others can establish
their own rights in works based on the authors’ original work. An author may
want to share, but at the same time, want to prevent people from establishing
proprietary rights in a derivative work. She might want the public to enjoy and
build on her original creation, but she might not want any individual to appro-
priate her work for personal gain. She may want to ensure that her donation to
the public will be used to foster more works that will also be donated to the
public. Upon reflection, the author may find that she wants to retain her copy-
right in order to ensure that future collaborators will respect and support her
commitment to unfettered public availability.

Authors and scholars disagree about whether to extend or abandon copy-
right coverage of digital works.6 The dispute over the appropriate scope of
copyright coverage for computer software during the past twenty years has
been part of a broader debate over the appropriate scope of copyright in all

5. See Groningen Dept. of Social Psychiatry, Schedules for Clinical Assessment in Neuropsychia-
try (visited Apr. 16, 1997) <http://www.psy.med.rug.nl/0018>,

6. Compare INFORMATION INFRASTRUCTURE Task FORCE, INTELLECTUAL PROPERTY AND THE Na.
TIONAL INFORMATION INFRASTRUCTURE: THE REFORT OF THE WORKING GRQUP 0N INTELLECTUAL PROP.
ERTY Rionts 216 (1995) (advocating extension of copyright to include digital works because “there is
no Teason to treat works that are distributed in copies to the public by means of transmission differently
than works distributed in: copies to the public by other, more conventional means”), with John Perry
Barlow, The Econoty of Ideas: A Framework for Rethinking Patents and Copyrights in the Digital Age
(Everything ¥You Know About Intellectual Property Is Wrong), Wirep, Mar. 1994, at 84, 85 (questioning
how we can possibly protect property that can be “infinitely reproduced and instantaneously distribated
all over the planet without cost, without our knowledge, without its even leaving our possession”™), See
also M. Eretan Karsy, LAwW IN A Dicrrar. WorLD 214-27 (1995) (explaining that intellectual property
law must adjust to the complex dynamics of a new information system); ITHIEL DE Sora PooL, Tecu-
NOLOGIES OF FrEEDOM 214 (1983) (“Established notions about copyright become obsolete, rogted as
they are in the technology of print.”); Richard Stallmian, Reevaluating Copyright: The Public Must
Prevail, 75 Or, L. Rev. 291, 292 (1996) (“[M]aking intellectual property decisions by analogy to physi-
cal ebject property, or to even older intellectual property policies, is & mistake.™).
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digita} works.” Meanwhile, a proptietary model has emerged as the primary
paradigm for software development, a model which does not support the col-
laborative development of software programs,

In software parlance, “code” refers to any set of instructions interpreted by
a computer. Code appears in various forms. Two such forms are “source
code” and “object code.” The former is readable by humans and computers,
the latter only by computers. It is difficult for a programmer to modify a com-
puter program without the source code.?

Under the proprietary software model, most software developers withhold
their source code from users. As users work with a given program, they grow
accustomed to it. Over time, their needs may change and they may prefer to
modify an existing program rather than to replace it with a new and unfamiliar
variety. However, they will inevitably find that this preference is both legally
and technologically prohibited.

Richard Stallman, founder of the GNU Project® and President of the Free
Software Foundation, confronted this problem in the context of computer
software.!® Stallman programmed computers before the sale of mass-market
software became a multibillion dollar industry. He founded the GNU Project to
provide an alternative to the proprietary 'model of software distribution.!!

Stallman uses the analogy of buying a house to explain his objection to
distributing software without the source code:

[Wlhat would it be like if the only person who could ever fix problems with

your house was the contractor who built it originally? That is the kind of im-

position that’s involved in proprietary software. People tell me about a prob-
lemn that happens in UNIX. Because manufacturers sell improved versions of

7. Legal questions regarding copyright for software highlight similar questions about other digital
works. For example, if a programmer can, within current copyright law, share his software with the
public and ensure that the public will always have use of that work, authors of other kinds of works
should be able to do the same, : :

8. A computer program is actually composed of a list of code numbess that signify computer
instructions. This arrangement of instructions is known as the “object code” or the “executable” pro-
gram, Because humans cannot easily work with instructions in the format of numbers, computer
software is usually written in a high level computer programming language, such as C, Basic, Fortraa,
Pasgal, or Ada, in which commands are written in words, not nambers, High-level languages contain
sophisticated shorthand instructions for many numerical instructions. The human-readable form of a
program. written in a high-level computer programming language is the “source code.” Specialized
computer programs known as compilers translate specific types of source code into object code. See
Marci A. Hamifton & Ted Sabety, Computer Science Concepts in Copyright Cases: The Path io
Coherent Law, 10 Harv, J.L. & Tecn..239, 266 (1997).

9. GNU is an abbreviation for “Gnu’s Not UNIX.” The self-referential name is reminiscent of
“recursive” sofeware programming in which a portion of code references itself as a subroutine. “To
avoid horribie confusion, please pronounce the ‘G’ in the word ‘GNU’ when it is the name of this
project.” Richard Stallman, The GNU Manifesto (visited Apr. 16, 1997) <fip:/fprep.ai.mit.edu/pub/gnu/
etc/GnuManifesto> [heseinafter GNU Manifesto]. ‘

10. See Free Software Foundation, GNU’s Who (visited Apr. 16, 1997) <http://www.gnu.ai.mit.
edu/people/people.html>, ’ : :

' 11. See id.
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UNIX, they tend to collect fixes and not give them out except in binaries. The
result is that the bugs don’t really get fixed.!2

Stallman believes copyright protection turns people into bad neighbors because
copyright prevents friends from sharing something that is essentially costless. 13

The GNU Project distributes software created by Stallman and numerous
other programmers under a “copyleft” agreement that permits reproduction and
distribution of their works, but does not allow anyone to place further restric-
tions on them.!* The GNU General Public License (“GPL”) ailows wusers to
copy, modify, and distribute both the source and object code, but prevents them
from establishing proprietary rights in the software or the changes they may
make.'S The GNU GPL works within the existing copyright doctrine to make
the documents publicly available.

Many traditional literary works, such as books and movies, are increasingly
found in the digital domain. Just like the GNU Project programmers, many
authors of such works, especially works that are developed collaboratively,
want to share their creations with the public while preventing third parties from
establishing rights in the works that could prevent further sharing, GNU
software develops collaboratively as various programmers throughout the
world build on the works of others to create more advanced, more functional
software. These improvements are licensed under the GNU GPL so that the
public may continue to benefit from them. In fact, collaborators are partially
motivated to put effort into GNU software by the knowledge that they will have
access to everyone else’s efforts. ' ‘

This unique licensing paradigm could easily be applied to collaborative
works other than software. Authors.located throughout the world, united solely
by their authorship of a collaborative work, have the same concerns as GNU
Project programmers. They want to allow others to use and enjoy their works,
but not to appropriate them.

This note investigates whether “copyleft” can ensure that digital works re-
main available to the public so that the public always has use of them. The
GNU GPL is evaluated by comparison to other mass-market software licenses,
specifically shrinkwrap and shareware license agreements.

Part I of this note examines the historical development of computers and
computer networks, which are the context for the development of mass-market
licensing, and focuses on the development of shrinkwrap license agreements!6

12, David Betz & Jon Edwards, GNU’s Not UNIX: Richard Staliman Discusses His Public-
Domain UNIX-Compatible Safiware System with BYTE Editors, July 1986 (visited Apr., 8, 1997) <ftp://
prep.ai.mit.cdw/pub/gnw/GNUinfo/INTERVIEW=, . :

13. See GNU Manifesio, supra note 9 (I consider that the golden rule requires that if I like a
program I must share it with other people who like it.”). .

14. See Free Software Foundation, GNU General Public License Version 2, June 1991 (visited
Apr. 16, 1997) <fip://prep.ai.mit edw/pub/gnw/COPYING-2.0> [hereinafter GNU GPL} (included in the
Appendix infra). :

15. See id.

16. A shrinkwrap license agreement is a list of terms that may:bind a consumet upon purchase and
subsequent use of the preduct, effective once the shrinkwrap plastic around the copy is broken.. See text
accompanying notes 64-70 infra.
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along with the software market. There are few reported court cases that deal
directly with shrinkwrap licenses, but scholars have written a great deal about
whether they should be enforceable.l? Because shrinkwrap doctrine forms the
most relevant existing case law and commentary, it is the starting point for this
analysis. Part I provides a brief review of the shrinkwrap cases and the analy-
ses used by those courts that have encountered shrinkwrap license issues.

Although shareware has not previously been analyzed by any court or
scholarly commentary, this note uses shareware as a transition from shrinkwrap
license agreements to copyleft because shareware encourages distribution by
the end-user. Courts and scholars have largely ignored shareware, probably
because it would be impractical for a small shareware developer to enforce her
rights in court and because there is a general perception that shareware is not
very important to the software industry.’® However, shareware is a popular
distribution system enabled by digital technology and therefore useful as a step-
pingstone to the analysis of copyleft.

Part IT explores the implementation of copyleft under the GNU GPL and
examines the similarities between copyleft, shrinkwrap, and shareware license
agreements. Applying the analysis developed in the shareware discussion, Part
II concludes that the GNU GPL is an enforceable and effective way for authors
to ensure that both their own works and subsequent contributions thereto re-
main available to the public. In the digital age, authors of collaborative works
will find agreements like the GNU GPL useful for facilitating creative, cooper-
ative development.

I. Sorrware LICENSE AGREEMENTS
A. Historical Development of Computer and Network Technologies

In the 1950s and 1960s, most organizations that owned computers owned
mainframes.! IBM dominated the market with its 360 line of mainframe com-
puters.?® “Typically, one big machine served an entire organization. Often it
lay behind a plate glass window, people in white gowns attending it, and those
who wished to use it did so through intermediaries.”2!

The 1970s brought technological advances that allowed more transistors to
be etched into silicon, thereby permitting the production of more powerful,
complex, and affordable computers.?? Companies like Digital Equipment
Corporation and Data General released smaller and less expensive minicom-
putgrs,?® but each brand of minicomputer used different software because the
underlying technology was different. Computer hardware manufacturers sim-

17. See text accompanying notes 74-85 infra. : . :

18. See, e.g., John Foley, The Shareware Alternative, INFORMATIONWEEK, Aug. 14, 1995, at 32, 32
(“The shareware market, worth an estimated $300 million, is dwarfed by the multibillion-dollar com-
mercial software business.”),

19. See Tracy Kioper, THE SoUL OF A New Macume 11-12 (1981).

20. See id.

21. I

22, See id. at §2-14,

23, See id. at 15-16,
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ply gave their customers whatever operating systems and software they had
free of charge along with the hardware. Corporations large enough to afford
the computers paid programmets to develop new applications or modify ex-
isting ones.24 Since so little software was available, scientists and academics
commonly shared the software they developed with each other.25
“[R]esearchers typically swapped programs, embellishing one another’s work
without much attention to taking credit or nailing down commercial rights.””26

During the 1980s, the personal computer emerged. Intel, for example, de-
veloped a family of microprocessors that could be used in computers that indi-
viduals could afford. Based on the Intel processor, IBM produced a “personal
computer,” which became hugely successful. For the first time, large numbers
of computers could run the same software programs, and a mass market in
personal computers was born,27

As computer hardware became faster and cheaper, networking technology
mmproved. In 1968, the Advanced Research Project Agency (“ARPA”), a divi-
sion of the United States Department of Defense, first funded the computer
network now known as “the Internet.”2® ARPA sought a mechanism for com-
municating command and control information that could continue to operate
even if the network was partly destroyed.?? Bolt, Beranek and Newman, a
government contractor, developed the core packet-switching technology and set
up the network after winning the contract from ARPA.3¢ From the four sites
initially connected in 1968, the network gradually grew. In 1983, the entire
network, then connecting approximately 500 academic computer science de-
partments and military laboratories, switched to the TCP/IP metworking proto-
col,®! the same protocol used on the Internet today. The flexibility of the
underlying protocol has allowed the Internet to continue to function despite its
incredible growth,32

As the network developed, it became easier for computer users across the
country and the world to share data and digital works such as software. For
example, in 1985, the National Science Foundation (“NSF”) developed the
NSENET high speed “backbone” to connect more United States universities.33
The network was also connected to other networks overseas. By January 1997,

24. See ANTHONY LAWRENCE CLAPES, SoFTwaRS: THE LeEcaL BATTLES For CONTROL OF THE
GroBAL Sorrware Inpustry 243 (1993).

25. See id.

26. G. Pascal Zachary, Free for All: Richard Stallman Is Consumed by the Fight to End Copy-
rifhting of Saftware, WarLr St. 1., May 20, 1991, at R23.

27. For a discussion of the development of the personal computer, see Bt GATEs, THE Roap
AHEAD 14-35 (1995). '

28. See AnprEw S. TanenpauM, Computer NETworks 47 (3d ed. 1996).

29. See id; Mark A. Lemley, Shrinkwraps in Cyberspace, 35 JurmvETRICS J. 311, 312 (1995)
(“The government hoped that the Internet would be able to survive a nuclear war which damaged or
destroyed some nodes of the network.”).

30. See TANENBAUM, stpra note 28, at 47-48.

31. See id. at 52 (“The number of networks, machines, and users connected to the ARPANET
grew rapidly after TCP/IP became the only official protocol on Jan. 1, 1983.”).

32, See id. at 52-53.

33. See Paniel C. Lynch, Historical Evolution, in INTERNET System Hanpaook 3, 12 {Daniel C.
Lynch & Marshall T. Rose eds., 1993).
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there were an estimated sixteen million host computers on the Internet.3¢ In
fact, the number of host computers on the Intermet has doubled every year for
the past five years.3s

The rapid growth of computer and networking technologies increased con-
sumer demand for software, and software developers began exploring new
ways to define the legal rights of users. The next sections of this note describe
the evolution of software licenses from individually negotiated license agree-
ments to shrinkwrap and shareware license agreements,

B. Software Licensing Prior to the 1976 Copyright Act

Professional software developers in the late 1960s and early 1970s wrote
specialized software for a particular client or group of clients.3¢ The scope of a
programmer’s copyright and patent rights in software was unclear, so develop-
ers tried to cover their software with state trade secret and contract law 37 In-
stead of transferring title in the software to their clients, developers retained
ownership of the software and “licensed” the sofiware to customers.?® A term
of art in property law, a license is essentially a permit—an intermediate point
on the blurry line between property ownership and trespass.3® Therefore, a
customer who has a license to use a copy of a program is a rightful possessor
but not an owner of his or her copy.

Early computer software license agreements were based on the developer’s
property rights in the physical copy of the software.*® The license agreement
gave the customer permission to use the developer’s physical property and
specified the terms of transfer.4! If these license agreements transferred intel-
lectual property rights at all, they usually gave the user permission to copy the
software only in a manner consistent with the rest of the agreement.*? License

34. See Network Wizards, Internet Domain Survey, January 1997 (visited Apr. 21, 1997) <http:#
www.nw.com/zone/WWWireport.htmb>. This amazing growth has occurred because of the confluence
of computer and networking technology. John Cumran, chief technical officer at Bolt, Beranek and
Newman, stated: “[T}he Net came at a unique time when the computers and networks that existed were
waiting for a way-to bring them together.” A Changeling's Tale, Economst, July 1, 1995, at 7, 7
(special survey supplement section).

35. See Network Wizards, supra note 34. )

36. Most of the software writter: during this period was created for mainframe computers, See
Robert W. Gomulkiewicz & Mary .. Williamson, A Brief Defense of Mass Market Software License
Agreements, 22 Rutcers Computer & Tach, L.J. 335, 338 (1996) (citing 2 Davip Benoer, COMPUTER
Law § 4A.141 (1994)).

37. See William H. Neukom & Robert W. Gomulkiewicz, Licensing Rights to Computer Software,
in TeCHNOLOGY LICENSING AND LiTicaTion 778 (PLI Patents, Copyrights, Trademarks & Literary
Property Course Handbook Series No. (G4-3897, 1993) (explaining that software publishers license
tather than sell software in order to negate the doctrine of first sale, define warranty terms, provide other
terms and conditions, and establish rights in the absence of credible intellectual propetty rights),

38. See id. ‘

39, See Foreword to. RESTATEMENT (THIRD) OF PROPERTY: SERVITUDES (Tentative Draft No. 1,
1989) (“[Mjany legal disputes in [the field of property law], real world and theoretical, involve the
question of whether a transition to property right has been made, or whether the relationship remains a
‘mere license’ or, worse, an ualawful trespass,”). . .

40. See Mark A. Lemley, Intellectual Property and Shrinkwrap Licenses, 68 S. CaL. L. Rev.
1239, 1243-46 (1995) {(describing the use of ticenses to provide trade secret coverage for software).

41. See id. . :

42, See id. at 1246.
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terms were usually negotiated individually with each client, and the licensor
could contractually prevent the client from using the software in a certain way
or sharing the software with others.** Often, license agreements required the
licensee to keep the software confidential** Because only object code was
provided to the customer and because it cannot be easily read or understood by
humans, the software developer could claim that state trade secret law contin-
ued to cover the structure of his software even after a copy was handed over to
a client.*s

C. Software Licensing Under the 1976 Copyright Act

Copyright law gives an author the right to control copies of his work.
Originating with the advent of the printing press as a way for the Crown to
contro] criticism,*¢ copyright developed into a doctrine that allows anthors to
extract a return on the investment required to create a work. Because content is
relatively expensive to create but cheap to copy,4? intellectual property rights
provide an increased incentive to develop creative works by granting authors a
monopoly over their work for a limited term.#®* During this term, authors have
the exclusive right to copy, adapt, distribute, publicly display, and publicly per-
form their work.#® Because digital works are so much easier to copy and mod-
ity than analog works, copyright is potentially a powerful right in the digital
age.50

As the market for computers and software grew, it became impractical for
developers to negotiate individual license agreements with each purchaser. The
market for software began to look like markets for other works of authorship in
that software programs became expensive to create yet relatively inexpensive to
copy ‘and distribute.>! Consequently, commercial software developers sought

43, See id.

44. See id.

45. See id. at 1243-45,

46. The Statute of Anne provided British authors a monopoly in books for 14 years from the date
of publication. 8 Amne, ch. 19 (1710) (Eng.). For a history of early copyright law, see BExaMIN
Karran, AN UNHURRIED VIEW oF CopyricuT 1-12 (1967).

47. See KarLan, supra note 46, at 7-8.

48. This incentive forms the economic rationale for copyright as provided in the United States
Constitution. See U.S. Consr. art. I, § 8, cl. 8 (granting Congress the power “[t]o promote the Progress
of Science and useful Arts, by securing for limited Times to Authors and Inventors the exclusive Right
to Their respective Writings and Discoveries™).

49. Section 106 of the 1976 Copyright Act gives copyright owners the following exclusive rights:
(1) to reproduce the copyrighted work; (2) to prepare derivative works based upon the copyrighted
work; (3) to distribute copies of the copyrighted work by sale, rental, lease, or lending; (4) to perform
the copyrighted work publicly; and (5) to display the copyrighted work publicly. See 17 U.S.C. § 106
(1994).

50. Some argue, however, that because digital works are so easy to copy, copyright will be practi-
cally unenforceable and therefore worthless. See, e.g., Barlow, supra note 6, at 85.

51. The fixed cost is high due primarily to the creation of code 2nd documentation, The marginal
cost of each copy is the price of the media, copying, and transportation, If the woik is disteibuted con the
Internet, distribation is virtually costless. Similarly, the cost of copying and the material cost of media
are essentially zero. See Gomulkiewicz & Williamson, supra note 36, at 341-42.
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copyright coverage for computer programs.>2 In 1980, Congress responded by
amending the Copyright Act to cover software.>® As an added benefit for de-
velopers, under the reciprocity provisions of various international copyright
conventions, United States software programs were covered by copyright in
other countries without need for additional treaties 5

Once copyright law covered software, software developers retained statu-
tory rights in the software even after transferring title in a specific copy to a
user.>® Many of these rights were the same rights previously covered by li-
cense agreements. In fact, some licensing lawyers believe that, “[tloday, suffi-
cient protection is available under the copyright and patent laws of most
industrialized countries that contractual treatment may not be absolutely neces-
sary to ensure adequate intellectual property protection for some types of
software,”56

Like authors of works traditionally covered by copyright, programmers
could license the copyright in their software to publishers or distributors via
agreements similar to those used in the motion picture or print industries.5?
Traditional licensing provided content developers the flexibility to grant exclu-
sive rights to a single distributor or nonexclusive rights to several distributors,
Exclusive licenses represented a complete divestment of the rights granted,
whereas nonexclusive licenses reserved to the grantor the power and ability to

52. See, e.g., Note, Copyright Protection of Computer Program Object Code, 96 Harv. L. Rey.,
1723, 1723-24 (1983) (arguing that, with the recent growth of the computer industry, copyright should
be extended to cover object code as well as source code).

53, See Pub. L. No. 96-517, § 10, 94 Stat. 3015, 3028 (codified as amended at 17 U.S.C. §§ 101,
117 (1994)) (defining “computer program” in section 101 and authorizing the owner of a copy to make
copies necessary to utilize the program or archive it for safekeeping in section 117); Evan Finkel, Copy-
right Protection for Computer Software in the Nineties, 7 Sanrta CLARA COMPUTER & Hich Tecu, L.J.
201, 204 (1991} (describing changes in copyright law to cover software). Ten years later, Congress
modified the statute to prevent software rental. See Computer Software Rental Amendments Act of
1990, Pub. L. No. 101-650, § 802, 104 Stat. 5134 (codified as amended at 17 U.S.C. § 109(h) {1994)),

54. For example, the Universal Copyright Convention provides that a work created in a member
country receives copyright protection in the other member countrics. See Universal Copyright Conven-
tion, Sept. 6, 1952, art. I, 6 U.S.T. 2731, 216 U.N.T.S. 132, revised July 24, 1971, 25 U.S.T. 1341, 1345
(“Published works of nationals of any Contracting State . . . shall enjoy in each other Contracting State
the same protection as that cther state accords to works of its nationals . . . ). If a sui generis regime
for software had been enacted, new intemational teaties would have to have been negotiated to obtain
this reciprocity.

55. See 17 U.S.C. § 202 (1994). Section 202 states in its entirety:

Ownership of a copyright, or of any of the exclusive rights uader a copyright, is distinct from

ownership of any material object in which the work is embodied. Transfer of ownership of

any material object, including the copy or phonorecord in which the work is first fixed, does

not of itself convey any rights in the copyrighted work embodied in the object; nor, in the

absence of an agreement, does transfer of ownership of a copyright or of any exclusive rights

under a copyright convey property rights in any material object.
I ‘ :
56. Ronald E. Myrick & Penelope Smith Wilson, Licensing Rights to Sofiware, in TECANOLOGY
LicENsING AND EITIGATION, supra note 37, at 503. Developers® software packages may nonetheless
include license agreements that atterpt to protect the authors’ work with contract as well as copyright.
See id. at 504-05.

57. See, e.g., Gilliam v. American Broad. Cos., 538 F.2d 14 (2d Cir. 1976) (licensing the right to
broadcast  television program); County of Ventura v. Blackburn, 362 F.2d 515 (9th Cir. 1966) (licens-
ing the right to duplicate and sell copies of a map); Considie v. Penguin US.A., 24 U.5.P.Q.2d (BNA)
1947 (3.D.N.Y. 1992) (licensing the right to publish a literary work in book form).
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grant similar rights to others, The 1976 Copyright Act recognizes this differ-
ence between exclusive and nonexclusive licenses. 58 Moreover, the Act makes
little if any distinction between assignments and exclusive licenses: “For most
purposes, the [1976] Copyright Act treats an exclusive licensee like any other
copyright owner,”59

Nonexclusive licenses are analogous to real property licenses®® and useful
when the owner of a copy wants to use the copy in a manner that would other-
wise infringe the copyright owner’s exclusive rights. For example, the owner
of a copy of a songbook might acquire a nonexclusive license to exercise the
songwriter’s public performance right in the songwriter's musical composi-
tions.®! Because minimal rights are transferred, nonexclusive licenses need not
be recorded in the Copyright Office and nonexclusive licensees do not have the
right to sue infringers.52 In addition, “absent authority from its licensor, a non-
exclusive licensee cannot transfer its license or sublicense under it.”’63

58. See | PauL GoLpsTEN, CoPYRIGHT § 4.4.1.1, at 4:50 (2d ed. 1996). The legal implications of
exclusive and nonexclusive copyright licenses changed with amendments to the Copyright Act. The
1909 Copyright Act made a broad distinction between assignments and licenses, See id. § 4.4.1.2.

59. Id. § 4.4.1.1, at 4:50. Exclusive licenses must be recorded and exclusive licensees are given
the right to sue copyright infringers. See id. § 4.5.1.1(a).

60. See Schuyler M. Moore, Entertainment Bankruptcies: The Copyright Act Meets the Bank-
ruptcy Code, 48 Bus. Law. 567, 569 (1993) (“[Tlke licensee under a non-exclusive license does not
own any property interest in the licensed rights.”).

61. If the owner does not provide the license explicitly, a court might find the nonexclusive k-
cense implied in the sale of the work. See Johnson v. Jones, 885 F. Supp. 1008, 1014 (E.D. Mich. 1995)
(“[Alll of the circumstances surrounding the negotiations made between the parties must be considered
to determine if and to what extent an imptied license was granted.”).

When Congress brought software under the regime of copyright, it was faced with an interesting
inconsistency between digital works and copyright. The right to reproduce copies of the work under
section 106(1) of the 1976 Copyright Act is required for the possessor of a copy te use software covered
by copyright. Wher a computer displays a digital work, the screen is necessarily a reproduction of the
code that resides in the computer’s memory, and the computer’s memory necessarily contains a repro-
duction of the information stored on the computer’s disk. See MAI Sys. Corp, v. Peak Computer, Inc,,
991 F.2d 511, 518 (9th Cir. 1993) (“The law also supports the conclusion that Peak’s loading of copy-
righted software into RAM [memory] creates a ‘copy’ of that software in violation of the Copyright
Act.”). Once reproduction of software copies was restricted by copyright law, a specific exception to
the author’s exclusive rights in repreduction was necessary to allow computer program owners to make
the copies necessary to use programs and the archive copies for backup purposes. See 17 U.S.C. § 117
(1994) (providing an exemption for the owners of a copy of the copyrighted work). The section 117
exceptions are very nacrow in that they apply only to owners of computer programs. If a user is not the
owner of a program, or if the work cannot be classified as a compurer program, defined in section 101
as “a set of statements or instructions to be used directly or indirectly in a computer in order to bring
about a certain result,” then section 117 does not apply. 17 U.S.C. §§ 101, 117. This also applies to
other digital works that are covered by copyright but do not have a specific statutory exemption for use
on a computer. For example, the owner of a copy of a digital work that is not a computer program, such
as a song or an image, may not have a statutory exception to the license requirement and thus permission
to make copies necessary to use the work.

62. See ! GoLDSTEN, supra note 58, § 4.4.1.1, at 4:50. However, some courts have voided
nonexclusive license agreements because they did not meet the statute of frauds requirement of a writ-
ing. See, e.g., Freedman v. Select Info, Sys., 221 US.P.Q. (BNA) 848 (N.D. Cal. 1983); Meyers v.
Waverly Fabrics, 479 N.E.2d 236, 238 (N.Y. 1985). -

63. | GoLpsTEN, supra note 58, § 4.4.1.1, at 4:50.
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D. Shrinkwrap License Agreements

As the commercial software market expanded and the negotiation of indi-
vidual software licenses became less practical, developers began using “shrink-
wrap license agreements” in an attempt to delineate the use rights afforded their
retail consumers. Shrinkwrap license agreements earned their name because
their terms are usually visible through the shrinkwrap plastic surrounding a box
of computer disks. Software developers assert that a contract is formed based
on the terms of the shrinkwrap license when the purchaser breaks the shrink-
wrap plastic and removes the software 64 Although the developer does not ac-
tually obtain the user’s signature to the contract, the developer claims that
breaking the shrinkwrap seal on the software constitutes acceptance of the de-
veloper’s terms.5 To avoid the formation of a contract, the user is instructed to
return the software for a refund, with the shrinkwrap unbroken.5¢ These
shrinkwrap licenses may contain provisions that extend the software devel-
oper’s proprietary rights in the software,57 define the scope of the warranty
provided with the software;%® limit the purchaser’s rights to use the software,5*
and provide contract rights that may supplement or replace other intellectual

property rights,70











































































